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TRADEMARKS ACT 2021
(ACT NO. 36 OF 2021)

SECTIONS
PART 1—PRELIMINARY
1. Short title and commencement
2. Interpretation
3. Objectives
4. Act binds the State
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PART 2—REGISTRABILITY OF TRADEMARKS
Division 1— Preliminary

Nature of registered trademark

Rights that attach to registered trademarks

Additional matters that relate to rights attaching to registered trademarks
Rights that attach to application

When trademark registrable

Additional provisions that relate to registrability of certification trademarks
Additional provisions that relate to registrability of collective trademarks

Division 2—Absolute grounds for not registering trademark

Absolute grounds for not registering trademark: general

No appeal against decision of Minister

Non-distinctive trademark not registrable

Relevance of colour to distinctive character of trademark

Trademark consisting of or containing a geographical indication

Trademark that contains commonly used chemical names must not be
registered

Division 3— Relative grounds for not registering trademark

Registrability of trademark that contains certain words

Registrability of trademark that contains person’s name

Registrability of identical or similar trademark

Exceptions

Registrability of trademark that contains representation of flag, etc, generally
Registrability of trademark that contains flag, State emblems, etc, of
convention country

Registrability of trademark that contains armorial bearings, etc, of certain
international organisations

When emblems, etc, are protected under Paris Convention or TRIPS
Agreement
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PART 3—PROCESS FOR OBTAINING REGISTRATION OF TRADEMARK AND
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OTHER MATTERS

Division 1—Classification
Classification of trademarks
Division 2—Applications

Application: how made

Joint applications

Priority of applications for the registration of identical or similar trademarks
Commissioner’s requirements in relation to applications without priority
Priority of application to which convention country application relates
Withdrawal, etc, of application

When Commissioner or court may amend application

Examination of application

Acceptance of application

Applicant must be notified of non-complying application

Revocation of acceptance of application

Rejection of application

Abandonment of application

Applicant must be notified of grounds, etc, of conditional acceptance or
rejection of application

Advertisement of accepted application

Division 3— Opposition to application

Opposition to accepted application
Applicant’s counter-statement
Commissioner’s determination on opposition

Division 4— Registration of trademark

When trademark must be registered

Commissioner’s requirements on registration

Commissioner may dispense with production of probate or letters of
administration in certain cases

Replacement of certificate of registration

Division 5—Additional matters that relate to certification trademarks

When rules that govern use of certification trademark must be provided
Consideration of application for the registration of certification trademark
Approved rules must be deposited at Fiji Intellectual Property Office

Division 6—When registration of trademark ceases

Duration of registration
Renewal of registration
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Procedure for renewal of registration

Effect of registered-past expiry date status

Voluntary cancellation of registration of trademark

Cancellation or alteration of registration of trademark for breach of condition
Cancellation or alteration of registration of certification trademark
Cancellation or alteration of registration of collective trademark
Application for revocation of registration of trademark

Grounds for revoking registration of trademark

Onus of proof for revocation of registration of trademark for non-use
Revocation of registration of trademark

Voluntary disclaimer of trademark by owner

Disclaimer of trademark as condition of not revoking its registration
Disclaimer of trademark for public interest reasons

Rights affected by disclaimer

Invalidity of registration of trademark

Effect of declaration of invalidity

Presumption of validity of registration of trademark

Correction of register

Division 7— Other matters

Alteration of registered trademark not permitted
Alteration of register

Alteration of certification trademark rules
Advertisement of application for alteration of rules
Registration of title to trademark

Assigning or transmitting right to use trademark

PART 4—LEGAL PROCEEDINGS

Division 1—Civil proceedings for infringement

How Act affects other rights

Infringement where identical or similar sign used in course of trade
Infringement where non-compliance with certain contractual requirements
No defence that infringement arose from use of company name

No infringement where trademark used in circumstances not covered by
registration

No infringement where more than one identical or similar registered
trademarks used

No infringement for comparative advertising of registered trademark

No infringement for honest practices

No infringement for certain continuous use of unregistered trademark

No infringement for use in relation to certain identical or similar goods
Exhaustion of rights conferred by registered trademark

When owner or licensee consents to use of registered trademark
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124.

No proceedings for infringement of unregistered trademark

Time for bringing proceedings for infringement of registered trademark
Who may apply for relief for infringement of registered trademark
Licensee may request owner of registered trademark to bring proceedings
Consequences of owner of registered trademark not bringing proceedings
Consequences of licensee commencing proceedings

Unjustified proceedings

Types of relief available for infringement of registered trademark

Damages for infringement of collective trademark

Order for erasure, etc, of offending sign

Order for delivery up of infringing goods, infringing material, or infringing
object

Order for disposal of infringing goods, infringing material, or infringing
object

Matters to be considered by court

Directions for service

Rights of persons with interest in infringing goods, infringing material, or
infringing object

When order under section 101 takes effect

Miscellaneous court order if more than one person interested in infringing
goods, infringing material or infringing object

Position where no order made under section 101

Division 2—Criminal proceedings

When criminal proceedings may be commenced

Liability of officers of body corporate

Offence to counterfeit registered trademark

Offence to falsely apply registered trademark to goods or services

Offence to make object for making copies of registered trademark, etc
Offence to possess object for making copies of registered trademark, etc
Offence to import or sell, etc, goods with falsely applied registered trademark
Penalties for offences

Order for delivery up in criminal proceedings

When order for delivery up may be made

Order for disposal of goods or other object ordered to be delivered up
Matters to be considered by court

Directions for service

Rights of persons with interest in goods or other object

When order under section 118 takes effect

Miscellaneous court orders if more than one person interested in goods or
other object

Position where no order made under section 118
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Division 3—Border Protection Measures

Interpretation of Division 3
Applications for intervention
Procedure
Suspension
Proceedings relating to the merits
Ex officio action
Disposal of infringing goods
Liability
Division 4—Miscellaneous

Application to Commissioner or court

Commissioner’s appearance in certain proceedings

Mode of giving evidence in proceedings before Commissioner
Evidence of entries, documents, etc

Registration is prima facie evidence of validity

Appeal against decision of Commissioner that relates to assignments and
transmissions

Trade usage must be considered

Certificate of validity

Costs

Commissioner or court may require security for costs

No costs on appeal against refusal to certify or to authorise use
Costs of Commissioner in proceedings before court

Appeals in relation to Commissioner’s decisions

Notice of appeal

Hearing of appeal

Determination of appeals

Provisions pending determination of appeal

PART 5— ADMINISTRATIVE PROVISIONS AND MISCELLANEOUS

Division 1—Commissioner of Trademarks

Commissioner of Trademarks

Functions of Commissioner

Commissioner may delegate

Liability of Commissioner and others

Hearing before exercise of Commissioner’s discretion

Division 2—Register of trademarks

Register of trademarks
Contents of register
No notices of trusts may be entered in register



